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DETAILED ACTION 

1 . The following is a non- final office action upon examination of application number 
09/871279. Claims 1, 6, 13-21 and 24 are pending and have been examined on the merits 
discussed below. 

Response to Arguments 

2. Applicant's arguments, filed 10/14/08, with respect to rejections of claims 1, 6, 13-21 and 
24 under 35 USC 103(a) have been fully considered and are persuasive. The rejections under 35 
USC 103(a) of claims 1, 6, 13-21 and 24 have been withdrawn. 

3. In light of recent Supreme Court precedent and recent Federal Circuit decisions, the 
claims warrant new rejections under 35 USC 101 . These rejections are presented below. 

4. New rejections under 35 USC 1 12 are also included. 

Claim Rejections - 35 USC §101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

6. Claims 1, 13, 14, 22 are rejected as being directed toward non-statutory subject matter 
because they are software per se. Claims recite "a communication device and an interactive 
voice recognition unit" as well as a several elements that appear to be software modules or 
computer programs. The current claim language does not specify the software is part of or 
statically embodied in a physical medium. Software not statically embodied on a physical 
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medium are considered descriptive material per se. As drafted, the claim fails to define any 
structural and functional interrelationships between the software per se and other elements of the 
invention that permit the software's function to be realized. (See MPEP § 2106 Section IV B 1 
(a))- 

7. Claims 6, 15-18 and 24 are rejected under 35 U.S.C. 101. Based on Supreme Court 
precedent and recent Federal Circuit decisions, the Office's guidance to examiners is that a § 101 
process must (1) be tied to another statutory class (such as a particular apparatus) or (2) 
transform underlying subject matter (such as an article or materials) to a different state or thing. 
Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

An example of a method claim that would not qualify as a statutory process would be a 
claim that recited purely mental steps. Thus, to qualify as a § 101 statutory process, the claim 
should positively recite the other statutory class (the thing or product) to which it is tied, for 
example by identifying the apparatus that accomplishes the method steps, or positively recite the 
subject matter that is being transformed, for example by identifying the material that is being 
changed to a different state. 

Here, applicant's method steps fail the first prong of the new Federal Circuit decision 
since they are not tied to another statutory class and can be performed without the use of a 
particular apparatus. Thus, claims 6, 15-18 are non-statutory since there is no tie to a specific 
computer apparatus. 
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Claims 19-21 are rejected as being directed toward non-statutory subject matter under 35 
USC 101. The recited claims are system claims depending from method claims thereby claiming 
two separate statutory classes. The claims are directed to neither a "process" nor a "machine," 
but rather embraces or overlaps two different statutory classes of invention set forth in 35 U.S.C. 
101 which is drafted so as to set forth the statutory classes of invention in the alternative only. Id. 
at 1551 

Claim Rejections - 35 USC § 112 

8. Claim 13 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 13 is directed to a system, but it is not clear from which claim it depends. 
Claim 12 was previously cancelled. 

9. Claims 19-21 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The recited claims are directed to a system, but the claims from which they 
depend are method claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHNNA R. LOFTIS whose telephone number is (571)272- 
6736. The examiner can normally be reached on M-F 8am-4:30pm. 



Application/Control Number: 09/87 1 ,279 Page 5 

Art Unit: 3624 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brad Bayat can be reached on 571-272-6636. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Johnna R Loftis/ 
Examiner, Art Unit 3624 
1/2/09 



